REMARKS 



Contemporaneously with the Request for Contiriued Examination (RCE), the 
AppiicfiTits hereby submit this Amendment and Request For Recoiisideration in response 
to the F\m\ Office Action mailed on 27 November 2006, and the Advisory Action of 22 
March 2007, for the subject applicaticm. 

Prior to this amendment, claims l-\9 and 24-25 were pending in the present 
application, in this amendment, claims 1, 7, and 1 3 have been amended and claims 4, 10, 

and 16 have been canceled. By thh amendment, no new matter has been entered. The 
added Hniitatioos are fully supported in the present apphcation as originally filed. 

The Applicants acknowledge that an amendment submitted after a Final Ofike 
Action is not entitled for entry as a matter of right. In the present case, however, 
independent claims 1 and 7 have been atnended merely to incorporate limitations of 
previous dependent claims 4 and 1 0, respectively (which have now been canceled); claim 
13 has been amended merely to correct an inconsistency in antecedent basis. 
Independent claims 1 and 7 as amended now define subject matter having a similar scope 
to claims 13 and 19. Therefore, the Applicants respectfully request entr>' of the 
miiendment as it raises no new issues, requires little effort on the office, and presents the 
claims in better form for appeal if necessary. 

In the Final Office Action of 27 November 2006, the lixcmnner finally rejected all 
pending claims of ihe present appdcalion under S5 ILS.C. § 103(a) based on 
Johannesson ef. al (WO 02/1)6966 1 A2) and Zhao (U.S. Patent .Application Pubiication 
US2{M}5/0()59397 A 1). In response, the ApplicaiUs respectfully disagree and submit that 
the claims allowable over the prior art for at least the following reasons. 
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I. In order for claims to be properly rejected under 35 U.S.C. § i03(a), tlie 
prior art alone or in combination must, teach or suggest each and even' lirmtation of the 
claims Fi-irthcrmore, there must be some adequate suggestion or motivation to combine 
the teachings of the pnor art 

1 o betini, iohannehson et af faii to teach three steps as recited in context in the 
each one of the independent claims: (1) setting and running the periodic home network 
timer whiie operating with the communication network having the visiting MCC; (2) 
scanning to identify a plurality of cotnmunication networks in a coverage area within 
which the mobile station is operating (which is triggered by each expiration of a periodic 
home network timer); and (3) receiving, from the step of scanning, a plurality of MNC 
and MCC pairs associated with the plurality of communication networks. 

The Examiner admits that Johannesson et ai, do not teach or suggest the step of 
"receiving, from the step of scanning, a plurality of MNC and MCC pairs associated with 
the plurality of communication networks" as claimed in context. On the other hand, tlie 
Examiner ai-gues that Johannesson et al. teach the claimed step of "scanning to identity a 
piuraht\ of communication networks tn a coverage area within which the mobile •stattoa 
JS operating b\ a pav&age tn fohanno^&o i e^ a! nbuh states scan and s^eaicb io\ a better 
PLMN Hovve\er a close; iook at th ^ pr^saue i contevt it^eaK the tolUnsnt^ 

Withm picscnt stanci-^id^ tie nohilo staiu^n 10 w ould be tequitcd 
to scan and stai(.h ioi a hettc? PI \i\ to puntdc sejstce to the mobile 
6tatJ0n 10 upon the ottunencc oi tcitani tntena sutb as movement of the 
mobile station 10 honi Fl M\ 4 lo one ol the othe; i^l \i\s ot e\pijation 
of the HP! MN tuner in order to nnpiosc upon this s\siem rather than 
continu ously or penodKailjt scarmtng tor a bettoi PI M\ 1^ to serve the 
niuhile station 10 she PI \l\ cunenlls reiving the mobile staiuu} !0 
ma\ peuodualK tiansmii \a!i^U!s mtonnativ^n on ueiiibhiJiing P! MNs vii 
the presently sei-ving PLMN as illustrated m hJGURE 2. ^fcmphasis 
Added) 

See page 4 at lines 4-12 of Johannesson et ai. In addition, Johannesson et a!, state on 
page 1 at iines 28-30 that; 
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ASso, under the present standard ihc mohile station is required to searcli 
for the HPLMN e\ep,' uroe (he 1!Pl.M\ umer expires, this can cau^e an 
Ulinecessarv tira^^^^^^ the mobile station . { Ernpliaai s 

Added) 

Further, on page 6 <at lines 4-i2 of Johannt'ssoti et a!., it is {'urtber stated thaf 

Thus, ratiiei tlian pcTiodjMUy...scannhig.for Pf.AIN ba$ed..U£on.the 
eKpiration of a n HPLMN timer, the scannin g will on ly take place when a 
better PLX J N is dctemiincd to.be ayailabje.b^^^ This conserves a 

battety powes of niobiie stat'on ?0 since iio unnecessarv^^s^^^^^^^ 
done. [*LMN reselectton will also be done as soon as a better PLMN 
appears, siiKe the ejectiOT.of .a.tiew P}..^^^^ 

expiration of the HPLMN timer w hich may be an>'where from 6 minutes 
to 1,536 minutes. Thus, more efficient use of available PLMNs by the 
mobile station is provided (I^'mphasis Added) 

Therefore, it is appai-ent that Joharmesson et al. do not teach or suggest the use of periodic 
time-triggered "scanning" step in the technique as recited in context in tlie independent 
claims, hi fact, it says jAi§l.the t>pposi.te, It is further apparent that Johannesson et al. do 
not teach or suggest the step of "setting and nmning a periodic home network timer while 
operating with the communication network having the visiting MCC" in the technique as 
i'gcitedjn coritext in the independent claims. 

In contrast, in accordance mth the present invention, the claimed step of scanning 
is performed "after each expiration of a periodic home network timer" which is "set and 
nm" . . . "while operating with the communication network having the visiting MCC." 

The Examiner makes reference to page 1 of Johannesson et al. for the purported 
teaching of the periodic home network timer utilized in the method. As illustrated above, 
however, the ieachir^g of the HPI.MN timer on page 1 is not utilized in the described 
technique of Johannesson et al. The Examiner further aretes that Johannesson et a.l. 
teaches the periodic home network timer on page 6 at lines 27-29, which states that "[tjhe 
search could be initiated by a timer (not shown) responsive to a match between the 
provided MCC and an MCC of a preferred PIAIN ." However, this "timer" mentioned in 
Johannesson et al. is not a periodic home network timer or HPLMN timer. It is not even 
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a periodic timer, as this timer is triggered ^'responsive to a match betweeti the provided 
MCC and m MCC of a preferred PIMN " 

\s appaient ihcrc is no iCCv.iuiK s U!a<vStn>n en motn uion u> (.ontbjnt the 
teaclungs oi ihe prior <jU hi the inndl Otficc \cCion Che L \ijniiner attempts to pun uk a 
suggestion or motjvahon by stating that (for example): 

It would have been obvious to one of the ordinary skills in the art at the 
time of m\entioii to mod}t\ the s\stem of lohannesson b\ uKOiptJiatmg 
the leacbtims of 7hao and tonsequenil\ pi oxuhng tc^eiung fioni th«. step 
of scanning a plmaltts of mobile netuotl code AINC ) and MCC pay<> 
associated uith the pluiaht> of connnuntcanon networks, motnation 
being for the purpose of allowing the selection process to compare the list 
of M.NC and MCC pairs and accurately identify the home MCC network, 
{see e g. page 4 of the linaJ {.MTfce Action). 

In response, the Applicants submit that the above aigument fails to provide an adequate 
suggestion or motivation to combine the prior art teachings, given the rest of tlie 
teachings in Johannesson et al. 

There is no adequate suggestion or motivation for modifying the technique of 
Johannessoii et al. to include use of a "periodic home network timer," the "scanning" 
step, and the "receiving" step as claimed. The prior art must be considered as a whole. 
Proper consideration must take into account any teachings that teach mmy from the 
suggested modification of the primary reference. £urthMiuio.cl]^^i^Jh 
Johannesspn et al . in the manner suggested by the Examiner would be„ to. .defeat. ..the 
0itM!XiMi^oM3M^<?§e.^^ T^iis is clearly apparent 

from the statements in Johannesson etal,, in an of tliemselves. 

In the Advisory Action, the Examiner fai [s to address these argun^enls regarding 
swch teaching away and changing the primary intent and purpose of the primaiy 
reference. Again, Johannesson et al. state on page 1 at lines 28-30 that; 

\!su uiidt'i tlif piese!\ -.-.nx-- d - t mso ^ e •>\nson is lequned to sc.uch 
foi the flPl VIN e\ei-> tunc ihe HPl VIK umei oxpues, this can cause an 
unnecessary drain upon the battery power of the mobile station, (i^mphasis 
Added) 
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Further, on page 6 at lines 4-12 of Johannesson et a! it is further stated that: 

Ihus I iUiCf thai petiodiCiU% ^vanning tor m^w PI \I\ bjstfd upon the 
e\p5KU!on oi an IIPI MN tinic^ the scaiinuig wiil onK lake pi.Ke ^\bci"i i 
bt-itci PL\1\ li. dctt'i mined to be a\dildbSe b s logic 32 This ttinscn cs a 
baitet\ pouef of mobile station 10 snice no u nnecessary sca niii will he 
done PI M\ tcsLlcv^tion vxtli aKo be done soon as a belter Pi MN 
appcais Mn>.e t!ie eievtion of a new PIMN will not have to wait upon the 
txpjr^tjon of the HPI VIN limoi which mas be <3n> where fiom 6 minute;* 
to 1,536 minutes. Thus, more etricient use of available PLMIns bv the 
mobile station is provided. <bmphasis Added) 

As apparent, the Examiner's desire to alter the teachings of Johamiesson et al. is improper 
under 35 US-C. § .103(a). 

Thus, the prior art fails to teach or suggest each and every' limitation in the 
claimed steps as received, and there is no adequate suggestion or motivatkm to modify 
the teachings of Johannesson et ai. as the Examiner intends. Therefore, the Applicants 
respectfully request the Examiner to withdraw the Section 103 rejections, and allow the 
claims as amended. 

2. The Applicant further submits that ljS2005./0059397Al does not qualify 
as prior art for any obviousness rejection under 35 U.S.C, § 103(a), Under 35 U,S,C. § 
103(c),, such prior art shall not preelude patentability where the subject nialter and the 
claimed invention were, at the time the claimed invention was made, owned by the same 
person or subject to an obligation of assignment to the sa?ne person. 

In tlie present case, the subject matter and the claimed invention were owned by 
the same person or subject to an obligation of assignment to the same person at the time 
the claimed invention was made. The subject matter of the present application was 
assigned from all of the inventors to Research In Motion Limited in mid-April 2004. At 
the time of tiling of the present applicfuiosi on 27 Fobinarv 2004, the patent application 
was subject to such assignment. .See the attached "Patent ,A.s,signment Abstract of Title" 
obtained through an assignment recordation search for U.S. Patent Application 
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Publication LrS200$/0 107082 (Enclosure #1). In addition, O.S. Patent Appiicatioti 
Publication US2005/0059397 was assigned to Research in Motion Limited at the time the 
tiaimcd in\cntK>ii \\a!> made *^et the attached Patent A'^sitrnmcnt Vbstiact (.>t title 
obi.uiiLd Uiioimii an assiuuneat lecofdatum seaith (oi 1 S3(>0^ 00«;0'^t}"' j^^jj-j^ 
I SPiOv. \sehsite Undosure r2) ^s appaient the date oi such patent apphcation 
asMgnnient is 21 October 200 > which continued tbiough the tune ot the claimed 
invention. 

Based on the above, the Applicants respecifuUy submit that the claims as 
amended are allowable over tlie pnor art of record and the appiication is now in a 
condition suitable for allowance. 

Thank you. Please feel free to contact the undersigned if it would expedite 
prosecution of the application. 

Respectfully Submitted, 
/John J. Oskorep./ 

Date: 19 April 2007 JOHNJ OSKOREP 

Reg. No. 41,234 

JOHN J OSKORbP hSQ LU 
ONP M'XGNihU 1 NT MILLCPNTF.R 
980 N MianOAK A\T\t 'F SLITC 1400 
CHICAGO, ILLINOIS 00611 USA 

Telephone; (3 12) 222- 1 860 
Fax: (312)475-1850 
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